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DETAILED ACTION 

Claim Rejections - 35 USC§ 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for a 
patent. 

2. Claim 21 is rejected under 35 U.S. C. 102(a) as being anticipated by Dotsubo (US Patent 
6,556,243 Bl). 

Regarding claim 21 : Dotsubo discloses providing a plurality of capture-to functions via a user 
interface; and receiving input from a user indicating a selection of at least one of the plurality of capture- 
to functions (figure 1(48-66); column 6, lines 41-56; and column 8, lines 52-62 of Dotsubo - image to be 
captured can be set by the interface to be a regular photograph image, a title image [such as shown in 
figure 5a of Dotsubo], or a template image [such as shown in figure 6a of Dotsubo] and stored 
accordingly)', capturing a first image (column 3, lines 60-65 of Dotsubo); processing a combination of the 
first image's size, shape, or intensity, based upon the selection of the user, to produce a processed image 
(column 7, lines 4- 1 4 and column 8, lines 55-58 of Dotsubo - title and template images reduced in 
resolution, reducing the number of pixels and therefore the size, and low pass filtering performed on title 
images, thus affecting the shape and intensity); and a display device (figure 1(34) of Dotsubo); and 
placing the processed image in a background layer of the second image (figure 5a; column 4, lines 52-60; 
and column 6, lines 48-56 of Dotsubo - template image output as the background of a composite image 
[as shown in figure 5c of Dotsubo]). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 
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4. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dotsubo (US Patent 
6,556,243 Bl) in view of Schinner (US Patent Application Publication 2004/0218206 Al). 

Regarding claim 1: Dotsubo discloses an image capture and output device (figure 1 of Dotsubo) 
for creating a scanned image of an original image (column 3, lines 60 to column 4, line 6 of Dotsubo), the 
device comprising: a user interface (figure 1(48-66) of Dotsubo) configured to present a plurality of 
capture-to functions and to receive input from a user indicating a selection of at least one of the plurality 
of capture-to functions (column 6, lines 41-56 and column 8, lines 52-62 of Dotsubo - image to be 
captured can be set by the interface to be a regular photograph image, a title image [such as shown in 
figure 5a of Dotsubo], or a template image [such as shown in figure 6a of Dotsubo] and stored 
accordingly)', an image capturer (figure 1(1 1-20) of Dotsubo) configured to capture a first image (column 
3, lines 60-65 of Dotsubo), where the size, shape, or intensity of the first image, or a combination of the 
first image's size, shape, and intensity is based upon the selected capture-to function (column 7, lines 4-14 
and column 8, lines 55-58 of Dotsubo - title and template images reduced in resolution, reducing the 
number of pixels and therefore the size, and low pass filtering performed on title images, thus affecting 
the shape and intensity)', and a display device (figure 1(34) of Dotsubo) configured to display the first 
image as a background layer in a copy (figure 5a; column 4, lines 52-60; and column 6, lines 48-56 of 
Dotsubo - template image output as the background of a composite image [as shown in figure 5c of 
Dotsubo]). 

Dotsubo discloses a print engine configured to print said first image. 

Schinner discloses using a print engine as an imaging device (para. 34 of Schinner). 

Dotsubo and Schinner are combinable because they are from the same field of endeavor, namely 
processing and outputting digital image data in a system that contains a plurality of inputs and a plurality 
of outputs. At the time of the invention, it would have been obvious to one of ordinary skill in the art to 
use a printer instead of (or in addition to) an LCD display to output the first image. The suggestion for 
doing so would have been that a printer produces a more permanent copy than an LCD display and is 
simply an alternate means of image output. Therefore, it would have been obvious to combine Schinner 
with Dotsubo to obtain the invention as specified in claim 1. 

5. Claims 2-6 are rejected under 35 U.S.C, 103(a) as being unpatentable over Dotsubo (US 
Patent 6,556,243 Bl) in view of Schinner (US Patent Application Publication 2004/0218206 Al) and 
Mori (US Patent Application Publication 2002/0018233 Al). 
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Regarding claim 2: Dotsubo discloses that one of the plurality of capture-to functions is a 
capture-to background function (figure 5a; column 4, lines 52-60; and column 6, lines 48-56 of Dotsubo - 
template image is the background image and is originally captured), 

Dotsubo in view of Schinner does not disclose expressly that said function is a capture-to 
watermark function. 

Mori discloses that a watermark image is printed as a background image (para. 42, lines 2-4 of 

Mori). 

Dotsubo in view of Schinner is combinable with Mori because they are from the same field of 
endeavor, namely digital image data capture, processing, and composition. At the time of the invention, it 
would have been obvious to one of ordinary skill in the art to specifically use a watermark for the 
background, as taught by Mori. Thus, the capture-to function would be a capture-to watermark function. 
The suggestion for doing so would have been that the watermark is simply another type of background 
image, and both Dotsubo and Mori teach selecting from a plurality of different images to create a 
composite image (figures 5a-5c and column 6, lines 48-56 of Dotsubo and para. 18 of Mori). Therefore, 
it would have been obvious to combine Mori with Dotsubo in view of Schinner to obtain the invention as 
specified in claim 2. 

Further regarding claim 3: Mori discloses that the first (watermark) image is stored at a 
reduced intensity (para. 42, lines 2-4 of Mori - printed as a pale, and thus reduced intensity, tone; by 
combination with Dotsubo in view of Schinner, first image would be stored rather than printed). 

Further regarding claim 4: Mori discloses that the first (watermark) image is stored at a user- 
determined reduced intensity (para. 42, lines 1-5 of Mori - user chooses watermark for background, 
which is at a reduced intensity, rather than a stamp). 

Further regarding claim 5: Mori discloses that the first (watermark) image is stored at about 
10% intensity (para. 42, lines 2-4 of Mori - printed at a pale intensity, which could be considered to be 
"about 10% intensity "; by combination with Dotsubo in view of Schinner, first image would be stored 
rather than printed). 

Further regarding claim 6: Mori discloses that the first (watermark) image is printed as a 
background layer at a masked intensity (para. 42, lines 1-4 of Mori - a pale tone is a "masked intensity"). 

6. Claims 7-8 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dotsubo 
(US Patent 6,556,243 Bl) in view of Schinner (US Patent Application Publication 2004/0218206 Al) 
and Wnek (US Patent 5,633,678). 
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Regarding claim 7: Dotsubo in view of Schinner does not disclose expressly that one of the 
plurality of capture-to functions is a capture-to header/footer function. 

Wnek discloses separately capturing and designating the header and footer of a document 
(column 8, lines 8-25 of Wnek - data extracted based on determined page layout, including header and 
footer portions of document pages). 

Dotsubo in view of Schinner is combinable with Wnek because they are from the same field of 
endeavor, namely digital image data capture, processing, and composition. At the time of the invention, it 
would have been obvious to one of ordinary skill in the art to further include the capability to capture and 
extract the header and footer of a document image, as taught by Wnek. The suggestion for doing so 
would have been that both Dotsubo and Wnek teach ways of generating composite images from a variety 
of different images and image types. Including the functionality taught by Wnek would result in an 
improved and more versatile system. Therefore, it would have been obvious to combine Wnek with 
Dotsubo in view of Schinner to obtain the invention as specified in claim 7. 

Further regarding claim 8: Wnek discloses that the capture-to header/footer function captures a 
top portion and a bottom portion of the original image (column 8, lines 21-24 of Wnek - header and 
footer are captured from the page of the original document image; header and footer by definition are at 
the top portion and bottom portion of the image). 

Regarding claim 1 1 : Dotsubo discloses that the first image is stored at about 100% intensity 
(column 7, lines 4-14 and column 8, lines 55-58 of Dotsubo - Title images are low-pass filtered, others 
are not filtered. As is known in the art, low-pass filtering of images gets rid of fine details and noise, but 
does not greatly alter the overall intensity. Thus, title images and other images are all stored at about 
100% intensity). 

7. Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dotsubo (US 
Patent 6,556,243 Bl) in view of Schinner (US Patent Application Publication 2004/0218206 Al), 
Wnek (US Patent 5,633,678), and Nihei (US Patent 7,098,924 Bl). 

Regarding claim 9: Dotsubo in view of Schinner and Wnek does not disclose expressly that the 
top and bottom portion captured measures about 1 inch. 

Nihei discloses that the top and bottom portions (along with other portions) of an image can be 
positioned and enlarged or reduced (column 5, line 61 to column 6, line 2 of Nihei). Thus, for a regular 
image, the top and bottom portions measuring about one inch is one of the many possible sizes of 
adjustment that fall within the teachings of Nihei. 
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Dotsubo in view of Schinner and Wnek is combinable with Nihei because they are from the same 
field of endeavor, namely digital image data capture, processing, and composition. At the time of the 
invention, it would have been obvious to one of ordinary skill in the art to further include the capability to 
adjust the sizing of the top and bottom portions of the captured image, as taught by Nihei. The suggestion 
for doing so would have been that both Dotsubo and Nihei teach ways of generating composite images 
from a variety of different images and image types. Including the functionality taught by Nihei would 
result in an improved and more versatile system. Therefore, it would have been obvious to combine 
Nihei with Dotsubo in view of Schinner and Wnek to obtain the invention as specified in claim 9. 

Regarding claim 10: Dotsubo in view of Schinner and Wnek does not disclose expressly that 
the size of the top and bottom portion captured are user determined. 

Nihei discloses that the top and bottom portions (along with other portions) obtained (captured as 
per the combination of Dotsubo in view of Schinner and Nihei) is user determined (column 5, line 6 1 to 
column 6, line 2 of Nihei - user determines enlargement/reduction of image and surrounding portion, 
and thus controls the size of the portion of the surrounding area captured). 

Dotsubo in view of Schinner and Wnek is combinable with Nihei because they are from the same 
field of endeavor, namely digital image data capture, processing, and composition. At the time of the 
invention, it would have been obvious to one of ordinary skill in the art to further include the capability to 
adjust the sizing of the top and bottom portions of the captured image, as taught by Nihei. The suggestion 
for doing so would have been that both Dotsubo and Nihei teach ways of generating composite images 
from a variety of different images and image types. Including the functionality taught by Nihei would 
result in an improved and more versatile system. Therefore, it would have been obvious to combine 
Nihei with Dotsubo in view of Schinner and Wnek to obtain the invention as specified in claim 10. 

8. Claims 12-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dotsubo (US 
Patent 6,556,243 Bl) in view of Schinner (US Patent Application Publication 2004/0218206 Al) and 
Nihei (US Patent 7,098,924 Bl). 

Regarding claim 12: Dotsubo in view of Schinner does not disclose expressly that one of the 
plurality of capture-to functions is a capture-to border/frame function. 

Nihei discloses obtained and storing a border/frame of an image (column 5, lines 43-47 and lines 
61-65 of Nihei - border/frame designed and stored for use in composite image). 

Dotsubo in view of Schinner is combinable with Nihei because they are from the same field of 
endeavor, namely digital image data capture, processing, and composition. At the time of the invention, it 
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would have been obvious to one of ordinary skill in the art to further include the capability to obtain and 
store a border/frame portion of an image, as taught by Nihei, wherein obtaining the image data occurs via 
scanning, as taught by Dotsubo. The suggestion for doing so would have been that both Dotsubo and 
Nihei teach ways of generating composite images from a variety of different images and image types. 
Including the functionality taught by Nihei would result in an improved and more versatile system. 
Therefore, it would have been obvious to combine Nihei with Dotsubo in view of Schinner to obtain the 
invention as specified in claim 12. 

Further regarding claim 13: Nihei discloses that the scan to border/frame function captures 
(Nihei obtains, combination of Dotsubo in view of Schinner and Nihei scans and captures, as set forth in 
the rejection of claim 12) one of a group selected from top, bottom, left and right portions of the original 
image or a subset thereof (column 5, line 61 to column 6, line 2 of Nihei - border adjusted for top, 
bottom, left and right portions, so at least one of top, bottom, left and right portions of border exists). 

Further regarding claim 14: Nihei discloses that the top, bottom, left and right portions of the 
border can be positioned and enlarged or reduced (column 5, line 61 to column 6, line 2 of Nihei). Thus, 
for a regular image, the top, bottom, left and right portions measuring about one inch is one of the many 
possible sizes of adjustment that fall within the teachings of Nihei. 

Further regarding claim 15: Nihei discloses that the size of the portion obtained (captured as 
per the combination of Dotsubo in view of Schinner and Nihei) is user determined (column 5, line 6 1 to 
column 6, line 2 of Nihei - user determines enlargement/reduction of image and border, and thus 
controls the size of the portion of the border captured). 

Regarding claim 16: Dotsubo discloses that the first image is stored at about 100% intensity 
(column 7, lines 4-14 and column 8, lines 55-58 of Dotsubo - Title images are low-pass filtered, others 
are not filtered. As is known in the art, low-pass filtering of images gets rid of fine details and noise, but 
does not greatly alter the overall intensity. Thus, title images and other images are all stored at about 
100% intensity). 

9. Claims 17 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dotsubo 
(US Patent 6,556,243 Bl) in view of Schinner (US Patent Application Pu blication 2004/0218206 Al) 
and Clary (US Patent 6,826,551 Bl). 

Regarding claim 1 7: Dotsubo in view of Schinner does not disclose expressly that one of the 
plurality of capture-to functions is a capture-to fax coversheet function. 
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Clary discloses capturing image data to a fax coversheet (column 6, lines 3-8 and column 12,. 
lines 1 2- 1 7 of Clary - handwriting image is captured based on preprinted form, and sent to a fax 
coversheet). 

Dotsubo in view of Schinner is combinable with Clary because they are from the same field of 
endeavor, namely the composition of images from multiple image data sources. At the time of the 
invention, it would have been obvious to a person of ordinary skill in the art to include the capture-to fax 
coversheet functionality taught by Clary. The suggestion for doing so would have been that both Dotsubo 
and Clary teach ways of generating composite images from a variety of different images and image types. 
Including the functionality taught by Clary would result in an improved and more versatile system. 
Therefore, it would have been obvious to combine Clary with Dotsubo in view of Schinner to obtain the 
invention as specified in claim 1 7. 

Regarding claim 20: Dotsubo discloses that the captured image is stored at about 1 00% 
intensity of the original image (column 7, lines 4-14 and column 8, lines 55-58 of Dotsubo - Title images 
are low-pass filtered, others are not filtered. As is known in the art, low-pass filtering of images gets rid 
of fine details and noise, but does not greatly alter the overall intensity. Thus, the captured title images 
and other images are all stored at about 100% intensity). 

10. Claims 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dotsubo (US 
Patent 6,556,243 Bl) in view of Schinner (US Patent Application Publication 2004/0218206 Al), 
Clary (US Patent 6,826,551 Bl), and Nihei (US Patent 7,098,942 Bl). 

Regarding claim 18: Dotsubo in view of Schinner and Clary does not disclose expressly 
scanning an upper portion of an imaged item. 

Nihei discloses scanning an upper portion of an imaged item (column 5, line 61 to column 6, line 
2 of Nihei - the top [upper] portion of the image is scanned, along with other parts of the image). 

Dotsubo in view of Schinner and Clary is combinable with Nihei because they are from the same 
field of endeavor, namely digital image data capture, processing, and composition. At the time of the 
invention, it would have been obvious to one of ordinary skill in the art to further include the capability to 
specifically scan the upper portion of the imaged item, as taught by Nihei. The suggestion for doing so 
would have been that both Dotsubo and Nihei teach ways of generating composite images from a variety 
of different images and image types. Including the functionality taught by Nihei would result in an 
improved and more versatile system. Therefore, it would have been obvious to combine Nihei with 
Dotsubo in view of Schinner and Clary to obtain the invention as specified in claim 1 8. 
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Further regarding claim 19: Nihei discloses that the size and relative positioning of the 
captured images can be adjusted by the user (column 5, line 61 to column 6, line 2 of Nihei). Thus, for a 
captured image, a user can select the upper portion to measure about 33% of a height of the imaged item. 

11. Claims 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dotsubo (US 
Patent 6,556,243 Bl) in view of Brost (US Patent Application Publication 2005/0174462 Al). 

Regarding claim 22: Dotsubo does not disclose expressly that the step of capturing a first image 
further comprises storing an image that represents only a portion of an image being imaged. 

Brost discloses storing an image that represents only a portion of an image being imaged (para. 
50 of Brost - a cropped image is stored, and thus only a portion of the image being imaged is stored). 

Dotsubo and Brost are combinable because they are from similar problem solving areas, namely 
how to efficiently process and store a variety of digital image data. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to crop the input image according to the needs 
and/or desires of the user. The motivation for doing so would have been easily and conveniently change 
the cropping prior to image capture, so as to allow for more versatility in image composition (para. 6 of 
Brost). Therefore, it would have been obvious to combine Brost with Dotsubo to obtain the invention as 
specified in claim 22. 

Further rega rding claim 23: Brost discloses the step of cropping (para. 50 of Brost). 

12. Claims 24-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dotsubo (US 
Patent 6,556,243 Bl) in view of Mori (US Patent Application Publication 2002/0018233 Al). 

Regarding claim 24: Dotsubo discloses placing the first image as a background layer (figure 5a; 
column 4, lines 52-60; and column 6, lines 48-56 of Dotsubo - template image is the background image 
and is originally captured). 

Dotsubo does not disclose expressly that said background layer is at a masked intensity. 

Mori discloses that a watermark image is printed as a background image (para. 42, lines 2-4 of 

Mori). 

Dotsubo and Mori are combinable because they are from the same field of endeavor, namely 
digital image data capture, processing, and composition. At the time of the invention, it would have been 
obvious to one of ordinary skill in the art to specifically use a watermark for the background, as taught by 
Mori, thus setting the background layer at a masked intensity. The suggestion for doing so would have 
been that the watermark is simply another type of background image, and both Dotsubo and Mori teach 
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selecting from a plurality of different images to create a composite image (figures 5a-5c and column 6, 
lines 48-56 of Dotsubo and para. 1 8 of Mori). Therefore, it would have been obvious to combine Mori 
with Dotsubo to obtain the invention as specified in claim 24. 

Further regarding claim 25: Mori discloses that the masked intensity is about 10% of an 
original image (para. 42, lines 2-4 of Mori - printed at a pale intensity, which could be considered to be 
an intensity of "about 10% of an original image "). 

Further regarding claim 26: Mori discloses that the masked intensity is user determined (para. 
42, lines 1 -5 of Mori - user chooses watermark for background, which is at a reduced intensity, rather 
than a stamp). 

13. Claims 27-28 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dotsubo (US Patent 6,556,243 Bl) in view of Wnek (US Patent 5,633,678). 

Regarding claim 27: Dotsubo does not disclose expressly the step of capturing a first image 
further comprises storing an image that is configured as a header/footer. 

Wnek discloses separately capturing and storing the header and footer of a document (column 8, 
lines 8-25 of Wnek - data extracted based on determined page layout, including header and footer 
portions of document pages). 

Dotsubo and Wnek are combinable because they are from the same field of endeavor, namely 
digital image data capture, processing, and composition. At the time of the invention, it would have been 
obvious to one of ordinary skill in the art to further include the capability to capture and extract the header 
and footer of a document image, as taught by Wnek. The suggestion for doing so would have been that 
both Dotsubo and Wnek teach ways of generating composite images from a variety of different images 
and image types. Including the functionality taught by Wnek would result in an improved and more 
versatile system. Therefore, it would have been obvious to combine Wnek with Dotsubo to obtain the 
invention as specified in claim 27. 

Further regarding claim 28: Wnek discloses scanning the top and bottom portion of an imaged 
item (column 8, lines 2 1 -24 of Wnek - header and footer are captured from the page of the original 
document image; header and footer by definition are at the top portion and bottom portion of the image). 

Regarding claim 31 : Dotsubo discloses storing the first image at approximately 100% intensity 
(column 7, lines 4-14 and column 8, 1 ines 55-58 of Dotsubo — Title images are low-pass filtered, others 
are not filtered. As is known in the art, low-pass filtering of images gets rid of fine details and noise, but 
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does not greatly alter the overall intensity. Thus, title images and other images are all stored at about 
100% intensity). 

14. Claims 29-30 are rejected under 35 U.S.C 103(a) as being unpatentable over Dotsubo (US 
Patent 6,556,243 Bl) in view of Wnek (US Patent 5,633,678) and Nihei (US Patent 7,098,924 Bl). 

Regarding claim 29: Dotsubo in view of Wnek does not disclose expressly that the top and 
bottom portion captured measures about 1 inch. 

Nihei discloses that the top and bottom portions (along with other portions) of an image can be 
positioned and enlarged or reduced (column 5, line 61 to column 6, line 2 of Nihei). Thus, for a regular 
image, the top and bottom portions measuring about one inch is one of the many possible sizes of 
adjustment that fall within the teachings of Nihei. 

Dotsubo in view of Wnek is combinable with Nihei because they are from the same field of 
endeavor, namely digital image data capture, processing, and composition. At the time of the invention, it 
would have been obvious to one of ordinary skill in the art to further include the capability to adjust the 
sizing of the top and bottom portions of the captured image, as taught by Nihei. The suggestion for doing 
so would have been that both Dotsubo and Nihei teach ways of generating composite images from a 
variety of different images and image types. Including the functionality taught by Nihei would result in 
an improved and more versatile system. Therefore, it would have been obvious to combine Nihei with 
Dotsubo in view of Wnek to obtain the invention as specified in claim 29. 

Regarding claim 30: Dotsubo in view of Wnek does not disclose expressly that the size of the 
top and bottom portion captured are user determined. 

Nihei discloses that the top and bottom portions (along with other portions) obtained (captured as 
per the combination of Dotsubo in view of Schinner and Nihei) is user determined (column 5, line 61 to 
column 6, line 2 of Nihei - user determines enlargement/reduction of image and surrounding portion, 
and thus controls the size of the portion of the surrounding area captured). 

Dotsubo in view of Wnek is combinable with Nihei because they are from the same field of 
endeavor, namely digital image data capture, processing, and composition. At the time of the invention, it 
would have been obvious to one of ordinary skill in the art to further include the capability to adjust the 
sizing of the top and bottom portions of the captured image, as taught by Nihei. The suggestion for doing 
so would have been that both Dotsubo and Nihei teach ways of generating composite images from a 
variety of different images and image types. Including the functionality taught by Nihei would result in 
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an improved and more versatile system. Therefore, it would have been obvious to combine Nihei with 
Dotsubo in view of Wnek to obtain the invention as specified in claim 30. 

15. Claims 32-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dotsubo (US 
Patent 6,556,243 Bl) in view of Nihei (US Patent 7,098,924 Bl). 

Regarding claim 32: Dotsubo does not disclose expressly capturing an image of a border of an 
imaged item. 

Nihei discloses obtaining an image of a border of an imaged item (column 5, lines 43-47 and lines 
61-65 of Nihei - border/frame designed and stored for use in composite image). 

Dotsubo and Nihei are combinable because they are from the same field of endeavor, namely 
digital image data capture, processing, and composition. At the time of the invention, it would have been 
obvious to one of ordinary skill in the art to further include the capability to obtain and store a border 
portion of an image, as taught by Nihei, wherein obtaining the image data occurs via scanning (and thus 
capturing), as taught by Dotsubo. The suggestion for doing so would have been that both Dotsubo and 
Nihei teach ways of generating composite images from a variety of different images and image types. 
Including the functionality taught by Nihei would result in an improved and more versatile system. 
Therefore, it would have been obvious to combine Nihei with Dotsubo to obtain the invention as specified 
in claim 32. 

Further regarding claim 33: Nihei discloses scanning (Nihei obtains, combination of Dotsubo 
in view ofSchinner and Nihei scans and captures, as set forth in the rejection of claim 12) the top, 
bottom, left and right portions of the imaged item (column 5, line 61 to column 6, line 2 of Nihei - border 
adjusted for top, bottom, left and right portion, so said portions were obtained). 

Further regarding claim 34: Nihei discloses that the top, bottom, left and right portions of the 
border can be positioned and enlarged or reduced (column 5, line 61 to column 6, line 2 of Nihei). Thus, 
for a regular image, the top, bottom, left and right portions measuring about one inch is one of the many 
possible sizes of adjustment that fall within the teachings of Nihei. 

Further regarding claim 35: Nihei discloses that the size of the portion obtained (captured as 
per the combination of Dotsubo in view ofSchinner and Nihei) is user determined (column 5, line 61 to 
column 6, line 2 of Nihei - user determines enlargement/reduction of image and border, and thus 
controls the size of the portion of the border captured). 

Regarding claim 36: Dotsubo discloses that the scanned image is stored at about 100% intensity 
of an original image (column 7, lines 4-14 and column 8, lines 55-58 of Dotsubo - Title images are low- 
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pass filtered, others are not filtered. As is known in the art, low-pass filtering of images gets rid of fine 
details and noise, but does not greatly alter the overall intensity. Thus, title images and other images are 
all stored at about 100% intensity). 

Regarding claim 37: Dotsubo does not disclose expressly scanning an upper portion of an 
imaged item. 

Nihei discloses scanning an upper portion of an imaged item (column 5, line 61 to column 6, line 
2 of Nihei - the top [upper] portion of the image is scanned, along with other parts of the image). 

Dotsubo and Nihei are combinable because they are from the same field of endeavor, namely 
digital image data capture, processing, and composition. At the time of the invention, it would have been 
obvious to one of ordinary skill in the art to further include the capability to specifically scan the upper 
portion of the imaged item, as taught by Nihei. The suggestion for doing so would have been that both 
Dotsubo and Nihei teach ways of generating composite images from a variety of different images and 
image types. Including the functionality taught by Nihei would result in an improved and more versatile 
system. Therefore, it would have been obvious to combine Nihei with Dotsubo to obtain the invention as 
specified in claim 37. 

Further regarding claim 38: Nihei discloses that the size and relative positioning of the 
captured images can be adjusted by the user (column 5, line 61 to column 6, line 2 of Nihei). Thus, for a 
captured image, a user can select the upper portion to measure about 33% of a height of the imaged item. 

Regarding claim 39: Dotsubo discloses storing the first image at about 100% intensity (column 
7, lines 4-14 and column 8, lines 55-58 of Dotsubo - Title images are low-pass filtered, others are not 
filtered. As is known in the art, low-pass filtering of images gets rid of fine details and noise, but does not 
greatly alter the overall intensity. Thus, title images and other images are all stored at about 100% 
intensity). 

Further regarding claim 40: Nihei discloses processing the images of a composite image to 
adjust their size or shape (column 5, line 61 to column 6, line 2 of Nihei). By combination with Dotsubo, 
this would include the second image. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to James A. Thompson whose telephone number is 57 1 -272-744 1 . The examiner can 
normally be reached on 8:30AM-5:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, David 
K. Moore can be reached on 571-272-7437. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA ) or 57 1 -272- 1 000. 



/James A. Thompson/ 
24 January 2008 



James A. Thompson 
Examiner 

Technology Division 2625 



